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DETAILED ACTION 

Receipt is acknowledged of a reply to the previous Office Action, filed June 30, 
2008. Claims 1-36 and 39-48, 99 and 100 are pending in the instant application and are 
examined. Any rejection of record in the previous Office Action, mailed February 6, 
2008 that is not addressed in this action has been withdrawn. Because this Office 
Action introduces new rejections other than those set forth in the previous Office Action, 
and are not necessitated by amendment, this Office Action is Non-Final. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 3-9, 36, 39 and 40 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kuo et al. (J. Bacteriology, Feb 1996, Vol. 178(4), pp. 971-975.) 

Kuo et al. teach a method of identifying an autoinducer analog that regulates 
activity of the autoinducer, the method comprising the steps of: 

a) contacting a bacterial cell (mutant strain of Vibrio fischeri, mutant strain only 
defective in ainS (see abstract, lines 9-10)) with an autoinducer analog, AI-2 exogenous 
source of autoinducer AI-2, (see abstract, line 1); 

b) comparing the amount of light produce by the bacterial cell in the presence of 
an autoinducer (parent strain able to produced both AI-1 and AI-2) with the amount of 
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light produced in the presence of the autoinducer analog (AI-2, is an analog of AI-1, the 
two molecules competitively interact with each other, see page 975, column 1 , 
paragraph at top of the page, last sentence); 

the mutant strain produces accelerated luminescence induction as compared to 
the parent strain upon contact with the exogenous source AI-2 analog, wherein a 
change in the production of light is indicative of an autoinducer analog that regulates 
activity of an autoinducer. 

Note the control strain MJ-100, produced endogenous autoinducers, being both 
lux+/ainS+, AI-1 being an analog of AI-2; and AI-2 being an analog of AI-1 (see Figure 
1). Because compound and biomarker can be any molecule, analog is being 
interpreted to constitute a compound and/or biomarker (p. 15 of the specification). The 
luminescence of the strain was indicative of the presence of autoinducer analogs. The 
assay was carried out in vitro (under laboratory conditions, (see Figure 2, page 973, 
column 1). The assay was carried out in vivo (within a bacterial cell, through detection 
of luminescence induction, see Figure 1 , page 973 and Figure 3, page 973, column 2, 
top of the page). Wherein the regulation is by inhibition of autoinducer activity (see 
page 973, column 2, paragraph 2, last sentence; and paragraph 3, last sentence; also 
see abstract, last three lines). 

The reference anticipates the instant invention; therefore, the instant invention is 
unpatentable. 
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Allowable Subject Matter 

Claims 2 and 41 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Claims 10-35, 42-48 and 99-100 are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHELE K. JOIKE whose telephone number is 
(571)272-5915. The examiner can normally be reached on M-F, 9:00-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Woitach can be reached on 571-272-0739. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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